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A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on November 21, 2008 has been entered. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Applicant argues that since the device of Choy "vaporizes the obstruction, which is 
constantly removed by suction" and thus cannot teach an ablating device adapted to temporarily 
mechanically couple to a tissue surface. The examiner must respectfully disagree, however, 
since, even assuming that, as applicant appears to be arguing, the tissue which the catheter 
adheres to is vaporized, and thus no longer available for attaching to, the catheter would still 
temporarily be attached until that portion of the obstruction was ablated. However, as can 
readily be seen from Figure 2 of Choy et al, the tunnel through the obstruction does not remove 
the portions of the obstruction that the catheter is contacting. This only makes sense, since even 
if the radiation were sent out in a wide enough pattern to head towards this portion of the 
obstruction, the energy would be intercepted by the portion f the catheter forming the outer lip 
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before it had a chance to strike and ablate that portion of the obstruction. Thus this argument is 
not convincing. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 98 and 109 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 98 and 109 are indefinite, as it is unclear what further structure is to be inferred 
by reciting the tissue the device is adapted to contact. 

Claims 83, 89, 90, 94, and 97 rejected under 35 U.S.C. 102(b) as being clearly anticipated 
by Choy. 

See Figure 1, wherein the distal tip of the device is the outer lip, the laser fiber is the 
ablating element, the ring of illumination fibers (see Figure 4) constitutes an inner lip, which are 
substantially coplanar with the outer lip and the annular volume surrounding the fiber constitutes 
fluid chamber, and the portion of the catheter proximal of the fiber is the suction lumen, the 
suction port being that portion of the catheter coupled to the suction source. 

Claims 83-89, 94, 96-101, 104, and 109 are rejected under 35 U.S.C. 102(e) as being 
clearly anticipated by Edwards et al ('798). 

Edwards et al ('798) teach a device as claimed (see Figures 68-71) wherein the insulation 
of the electrode constitutes the inner lip of the suction well. 



Application/Control Number: 1 0/823 ,4 1 1 Page 4 

Art Unit: 3769 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 84-88, 91-93, and 95 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Choy. Choy teaches a device as claimed except the multiple wells, the sensors and the 
particular ratio of the suction lumen cross section to the vacuum port cross section. It would 
have been obvious to the artisan of ordinary skill to provide multiple ports for multiplied effect, 
such as operating on multiple cardiac vessels simultaneously, and to provide a pressure, flow 
rate, or electrical sensor since these are equivalent to the reservoir 30 of Choy, as they would 
serve to distinguish when the thrombus is breached and provide no unexpected result, and to 
provide the particular ratio of the port cross section to the lumen cross section since this is not 
critical; is well within the skill of one having ordinary skill in the art; and provides no 
unexpected result, thus producing a device such as claimed. 

Claims 90-93, 95, 102, 103, and 105-108 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Edwards et al ('798). Edwards et al ('798) teaches a device as claimed except 
the particular vacuum sensors and the particular ratio of the suction lumen cross section to the 
vacuum port cross section and the ablating element being recessed with respect to the coplanar 
inner and outer walls. It would have been obvious to the artisan of ordinary skill to provide and 
to provide a flow rate or electrical, sensor since these are equivalent to the reservoir vacuum 
sensor of Edwards et al ('798), since this is not critical; is well within the skill of one having 
ordinary skill in the art; and provides no unexpected result, and would serve to distinguish when 
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the device becomes dislodged, to provide the particular ratio of the port cross section to the 
lumen cross section since this is not critical; is well within the skill of one having ordinary skill 
in the art; and provides no unexpected result, and to provide coplanar walls, since this is not 
critical; is well within the skill of one having ordinary skill in the art; provides no unexpected 
result; and would allow cooling fluid to be administered top the surface tissue where the 
electrode is inserted , thereby preventing damage thereto, thus producing a device such as 
claimed. 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 83-109 rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-25 of U.S. Patent No. 5,830,214. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 
claims of the patent anticipate the claims of the application. Accordingly, instant application 
claims are not patentably distinct from the patent application claims. Here, the patent application 
claims require elements A, B, C, and D while instant application claim 1 only requires elements 
A, B, and C. Thus it is apparent that the more specific patent application claims encompass the 
instant application claims. Following the rationale in In re Goodman cited in the preceding 
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paragraph, where applicant has once been granted a patent containing a claim for the specific or 
narrower invention, applicant may not then obtain a second patent with a claim for the generic or 
broader invention without first submitting an appropriate terminal disclaimer. 

Claims 83-109 rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-1 1 of U.S. Patent No. 6,161,543. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 
claims of the patent anticipate the claims of the application. Accordingly, instant application 
claims are not patentably distinct from the patent application claims. Here, the patent application 
claims require elements A, B, C, and D while instant application claim 1 only requires elements 
A, B, and C. Thus it is apparent that the more specific patent application claims encompass the 
instant application claims. Following the rationale in In re Goodman cited in the preceding 
paragraph, where applicant has once been granted a patent containing a claim for the specific or 
narrower invention, applicant may not then obtain a second patent with a claim for the generic or 
broader invention without first submitting an appropriate terminal disclaimer. 

Claims 83-109 rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-49 of U.S. Patent No. 6,237,605. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 
claims of the patent anticipate the claims of the application. Accordingly, instant application 
claims are not patentably distinct from the patent application claims. Here, the patent application 
claims require elements A, B, C, and D while instant application claim 1 only requires elements 
A, B, and C. Thus it is apparent that the more specific patent application claims encompass the 
instant application claims. Following the rationale in In re Goodman cited in the preceding 
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paragraph, where applicant has once been granted a patent containing a claim for the specific or 
narrower invention, applicant may not then obtain a second patent with a claim for the generic or 
broader invention without first submitting an appropriate terminal disclaimer. 

Claims 83-109 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-25 of U.S. Patent 
Application No. 1 1/882,072. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the claims of the copending application anticipate the 
claims of the instant application. Accordingly, instant application claims are not patentably 
distinct from the copending application claims. Here, the copending application claims require 
elements A, B, C, and D while instant application claims only requires elements A, B, and C. 
Thus it is apparent that the more specific copending application claims encompass the instant 
application claims. Following the rationale in In re Goodman cited in the preceding paragraph, 
where applicant has once been granted a patent containing a claim for the specific or narrower 
invention, applicant may not then obtain a second patent with a claim for the generic or broader 
invention without first submitting an appropriate terminal disclaimer. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claims 83-109 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-31 of U.S. Patent 
Application No. 1 1/646,524. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the claims of the copending application anticipate the 
claims of the instant application. Accordingly, instant application claims are not patentably 
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distinct from the copending application claims. Here, the copending application claims require 
elements A, B, C, and D while instant application claims only requires elements A, B, and C. 
Thus it is apparent that the more specific copending application claims encompass the instant 
application claims. Following the rationale in In re Goodman cited in the preceding paragraph, 
where applicant has once been granted a patent containing a claim for the specific or narrower 
invention, applicant may not then obtain a second patent with a claim for the generic or broader 
invention without first submitting an appropriate terminal disclaimer. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claims 83-109 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-21 of U.S. Patent 
Application No. 1 1/878,375. Although the conflicting claims are not identical, they are not 
patcntably distinct from each other because the claims of the copending application anticipate the 
claims of the instant application. Accordingly, instant application claims are not patentably 
distinct from the copending application claims. Here, the copending application claims require 
elements A, B, C, and D while instant application claims only requires elements A, B, and C. 
Thus it is apparent that the more specific copending application claims encompass the instant 
application claims. Following the rationale in In re Goodman cited in the preceding paragraph, 
where applicant has once been granted a patent containing a claim for the specific or narrower 
invention, applicant may not then obtain a second patent with a claim for the generic or broader 
invention without first submitting an appropriate terminal disclaimer. 
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This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Applicant's arguments with respect to claims 83-109 have been considered but are moot 
in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to david shay whose telephone number is (571) 272-4773. The 
examiner can normally be reached on Tuesday through Friday from 6:30 a.m. to 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Henry Johnson, can be reached on Monday through Friday from 7:00 a.m. to 3:30 
p.m. The fax phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair -direct.usp^ Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/david shay/ 
Primary Examiner, Art Unit 3769 



